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UNITED KINGDOM
Intellectual Property
What WIll a Brexit Mean for IP Owners?

By Michasl Edenborongh OC, Sre Court. Edenborugh spe-
iales i itellctual ropery Lo

It isvery likely that there will be & referendum this year
o decide whether or not the United Kingdom leaves the
European Uion. Assuming that the result of the refer-
endum s for the UK to leave the EU, then many aspects
of the current legislative framework would change. This
article considers those changes that might be made to
the intellcctual property regime.

The Future Effect of EU Legislation.

AL presen, many but not all aspects of the intellectual
property regime that existin the UK are governed by EU
legislation, cither dircety or indircetly. The obvious ¢
amples would include trademarks, designs and the pro-
posed Unitary Patent. Some IP rights, such as the pro-
tection of goodill, are sl governed solely by eference.
o the domestic laws of the UK, untroubledt by the influ-
ence of the EU (i the case of goodbwll, the common aw
tort of passingoff.

Other rights are governed by nonEU international
agrecments, and so are unlikely to be affcted dircety:
An cxample of such a right would be the European Pat.
ent that i governed by the European Patent Convention
that has both EU and non-EU members, but the status
within the Convention of the indidual State is not
predicated upon whether or not it is also a member of
the EU. For such righis,it would be irrclevant if the UK
were 10 leave, o o remain in, the EU. For some othe
dights, such 3 copyright, the ituation is more compli-
cated, in that certin aspects are affected by EU lw
while others are not.

Accordingly, different IP rights are likely (o be affecied
o differing degrecs.

Transition Questions

I the result of the referendum were for the UK to leave
the EU, then that decision would not be implemented
mmediatey but rather there would be a transitionsl pe-
tiod during which time provision would need o be
made in order to cnsure 3 smooth handover from the
former sstem to the new one. It is foresccable that
much legiltion would need to be drafied and adoptcd
in 3 relatively short period of ime. It i further foresee-
able that intellecual property considerations might well
be given less prominence and attention than other mat-
e that might be considered more central o the pro-
posed governance of the country outside of the EU. In
such a case, (3) lss thought than is necesary might be
given to any transiional provisions for IP matters, which
might result in unexpected consequences; and, (b)
fewer, rather than more, changes might well be cracted
for IP matters on the grounds of expediency.
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As such, it s likely that, a least a first, the new IP land-
<cape would be quite similr 1o the prescnt onc, but
there i a isk that the transiional provisions will be il
designed to some extent and 5o give rise 1o uncxpected
consequences that could be imbalanced in their cffect
in some way. However, the smaller the mumber of
changes, the less likely that any transitional provisions
will ontsin unexpected consequences.

Enforcement Challenges

There i no reason to suppose that UK entities could no
longer own existing EU IP rights, or be prevented from
applying for new EU IP sighs, such a the Community
trademark, which is so0n to become the EU trademark.
This is because currenly non-EU entties can own such
rights and apply for such righs, save for very imited ex-
ccptions, and there would be no resson o disfvor UK.
enites by prohibiting them similar opportunitics

However, what would be affected is the way in which any
e rights may be obtsined. 0 i kel that a UK catity
would need to instruct an EU agent, rather than using 3
U agent as it may a present, in order 1o obiain, for ex-
ample 2 new EU trademark. This would, most likely, ad-
versely affct the cost and effciency of obtsining such
righs.

It posible that a reciprocal restriction might be intro-
duced for EU entites secking to apply for UK rights,
‘which would go some way to offct the reduction in work
that might be suffered by UK agents if they could no lon-
gor be used to secure EU rights.

If the UK were to leave the EU, then the UK courts
could no longer be designated as EU courts and so they
would no longer fal within the jurisdictional provisions
of the various IP regimes. Thus, UK domiciled or resi
dent defendant would 1o longer be able to defend an
EU IP matter in the UK, but rather would have (o de-
fend it clsewhere in the EU. Similack, a UK cntty that
wished to caforce an EU IP right would have fewer op-
portunitis to enforce the right in the UK than before,
There ought to remain some prospects of cnforcing
such a right i the UK, in particalar if the valdity of
EU right were not put in fsue, but it would be more.
likely that enforcement would have to occur in the EU.
Pan EU injunctions would not be available in the UK, ci-
ther for or against a UK ety

Losing Rights?

Any new EU right would have cffect in the EU, but not
within the UK. Itis not entirly clear what would be i
scope of any EU right that was obtzincd while the UK
wasstill 3 member of the EU.

When new countrics ascend to the EU, cxisting EU
rights are extended to those new rights, sometimes with
special transitional provisions. Similark i the EU wer
o become smaller then the scope of the rights could be-
come correspondingly smaller

Howeves, it could be argued that an eatity that in good.
faith obisined a right that originally included the UK
would be denied part of its property if the scope of that
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ight were reduced upon the lesving of the UK from the.
EU. IF such 2 curtalment were 1o occur then such an
aggricved party might sue the UK or the EU or both on
the grounds that it has been deprived of 2 propery right
without compensation, contrary to, for example, Article
1 of the First Protocol to the Furopean Comvention on
Human Rights if that were sill in operation in the rek
cvant jurisdiction

An obvious defense would be that s country i sovereign
and may decide to do what it lkes, and the expectations
of others is simply irelevant 2 2 country is not bound.
by those expectations. Pending applications add (o th
mix of posibilies. Howeser, on balance, it i likely that
ights would be lost with no compensation.

A further complication ariscs if any EU right s imited
territorially on the departure of the UK from the EU,
mamely would it be possible o sccure 3 new UK right to
make good the defciency and if 0, on what terms? It
would be necessary o consider not only the situation e
lating to any new applcation fec, but ako any conse.
quential rencwal fec, 2 both types of fees would be an
unexpected financial burden upon an ety that org
nally had an EU right that included the UK.

Further, the ssue of clsiming priority or senority would

ced to be consdered in order to ensure that 3 third
party could not intervene and dislocate an otherise
smooth transition in rights

Finally, for those rights that depend upon novely,spe-
il provsions would need 1o be cnacted to guard
against unwarmanted anticipation,

As such some sort of conversion mechanism might well
be put in place in order for entitcs to secure contint:
in rights in both the UK and the remainder of the EU,
with some protection for prioriy and scaiority rights.

Given the size of the UK market, it is more than likcly
that many EU traders that had EU rights that formally
covered the UK would wish to acquire UK rights to make.
good any reduction in the scope of the new EU rights.
That would present an opportunity for the UK IP pro-
fession that would o some way to compensate for th

loss of EU work

The issue of new UK rights to fill the lacuna in any EU
ightis an arca where clear transitional provisions could.
smplify matters, but 3 sulficicntly aggrieved party might
well sl wish to challenge even clear wording.

Diverging Laws

Once the UK has Ieft the EU, another issue ariss,
namely would their respective 1P Laws diverge? While it
is unlikely that there would be any mandatory require-
ment for the UK to implement new EU IP legilaton, it
might be that the UK considered it useful for it lavs to
remsin i line with any desclopments i the EU.

Already on the scene are the Uitary Patent provisions,
but presumably not the Unificd Patent Court provisions,
and the new Trade Mark Dircctve and Regulation. On

a-UK0201.160204121023

the horizon, such topics a the proposed laws on trade
secrets or harmonization of copyright would be obrions
candidstes for consideration. Further in the futurc
there might be further advances in slmost any area of IP
that could materall afect mattes within the UK and its
elationship vith the EU.

Given the close link between IP rights and competiton,
s likely that there would be 2 desire 1o avoid the cre-
ation of artiicial barrers to free trade. This would hae
camifications on such isscs 2 the exhaustion of rights
and counterfeiting and piracy matters. There would also
be tax considerations that touch upon transfer pricing
of IP righs.

Apart from legislation, the development of the case law
i relation to the legislation could foresceably become
autofstep with the way in which it develops within the
EU. Historically, the UK courts hase not ahvays secn cye-
to<ye with the EU's approach to the law, for example

contrast the approach of the CJEU in Arenal Football
b plc v R, Casc C:206/01 and the approach favored
by Laddic ], both at first instance and on return from
the CJEU

Further, the UK has sometimes materialy influcnced the
way in which the CJEU has decided 2 matter, for cx-
ample by forcing it o ddress an isue that hitherto had
been avoided. One cxample i the most notorious case
of the Chariere Institule of Patent Attoneys v Regisiar of
Trade Marks (IP TRANSLATOR), Case C.307/10,

Currently, the UK can try o shape the way in which EU
lawe develops by referring questions and making submis-
sions. Yet, once the CJEU has pronounced on a matier,
the UK must fall in line vith the GJEU'sjurisprudence

I the UK were outside the EU, then tension might well
arie between the approsch of the UK courts and the
CJEU. Depending upon the exact nature of any future
relationship between the UK and the EU, such a tension
might have to be resolve in favor of the EU, regardless
of the inherent disposition of the UK courts.

Howerer, if the UK courts were frce to opine upon mat-
ter,then it is possble that there would be less jurispras
dence that was so muddled that s application was
most impossible to implement. Yet, in practice, it would
be diffcult for the UK jurisprudence or legisation to de-
viate substantively from that which xisted in the EU
given the interconnection of trade, and in particular in-
temet trade, in the modern world.

Itis this ast consideration that might well be decisive in
detcrmining how the UK acts in relaion 1o it IP re-
gime. It s difficult to see how it would be 1o the advan-
tage of the UK's economy for the UK's IP regime to be
materally out of siep with fespect o tht of the EU
given the closcncss of the trading relationship betweer
the two, and the fact that it would be diffcult for the UK
o change maters unilaterally. However, for the UK to
track the EU in IP matters and for cnities to have both
UK and EU rights would lead (0 2 cesain duplication of
effort and so introduce unnecessay incffciencics
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