
Contentious Trade Mark Registry Proceedings 
 

Michael Edenborough QC, Dan McCourt Fritz, Gareth Tilley, Thomas Elias, Sophie 
Holcombe, Adil Mohamedbhai and Adrian de Froment 

 
 
 

FOREWORD  ................................................................................................................... v 
 
PREFACE  ......................................................................................................................vii 
 
CONTENTS .................................................................................................................... ix 
 
TABLE OF CASES ........................................................................................................ xv  
 
TABLE OF LEGISLATION  ....................................................................................... xxxi 
 
TABLE OF MATERIALS  ...................................................................................... xxxvii 

 

1. Introduction and General Matters  

1.0 Introduction ....................................................................................................... 1 
1.1 Adversarial vs inquisitorial approach ......................................................... 3 
1.2 The registrar ...................................................................................................... 6 
1.3 Governing provisions ...................................................................................... 8 

1.3.1 UK legislation ......................................................................................... 8 
1.3.2 EU legislation ...................................................................................... 11 
1.3.3 Other guidance ................................................................................... 13 

1.4 Trade mark tribunals and courts ............................................................... 14 
1.5 Judgments and decisions ............................................................................. 16 
1.6 Binding and persuasive precedent ............................................................ 17 
1.7 Representation ............................................................................................... 20 

1.7.1 Professional representation ............................................................ 20 
1.7.2 Non-professional representation................................................... 21 

1.8 Numbering and type of marks, &c ............................................................. 23 
1.9 Latin tags ......................................................................................................... 25 
1.10 Time periods ................................................................................................... 26 
 

2. Statements of Case  

2.0 Introduction .................................................................................................... 30 
2.1 Guiding principles ......................................................................................... 30 

2.1.1 The purpose of the statements of case ......................................... 30 
2.1.2 Drafting principles............................................................................. 31 

2.2 The principal TM forms................................................................................ 34 
2.3 Statement of grounds ................................................................................... 35 

2.3.1 General approach ............................................................................... 35 
2.3.2 Headings............................................................................................... 36 
2.3.3 Substance ............................................................................................. 37 

2.4 Counter-statement ........................................................................................ 41 
2.4.1 Admissions .......................................................................................... 41 
2.4.2 Non-admissions .................................................................................. 44 
2.4.3 Denials .................................................................................................. 44 

2.5 Oppositions: general considerations ........................................................ 46 
2.6 Opposition: absolute grounds .................................................................... 50 

2.6.1 Section 3(1)(a) ................................................................................... 50 
2.6.2 Sections 3(1)(b), (c) and (d) .......................................................... 51 
2.6.3 The proviso to section 3(1) ............................................................. 53 
2.6.4 Section 3(2) ......................................................................................... 53 



2.6.5 Section 3(3) ......................................................................................... 54 
2.6.6 Section 3(4) ......................................................................................... 54 
2.6.7 Section 3(5) ......................................................................................... 55 
2.6.8 Section 3(6) ......................................................................................... 56 

2.7 Opposition: relative grounds ...................................................................... 57 
2.7.1 Section 5(1) ......................................................................................... 59 
2.7.2 Section 5(2) ......................................................................................... 60 
2.7.3 Section 5(3) ......................................................................................... 61 
2.7.4 Section 5(4) ......................................................................................... 62 
2.7.5 Well-known marks ............................................................................ 65 

2.8 Revocation ....................................................................................................... 65 
2.8.1 Non-use ................................................................................................ 65 
2.8.2 Other grounds ..................................................................................... 70 

2.9 Invalidation ..................................................................................................... 71 
2.10 Rectification .................................................................................................... 72 
2.11 Miscellaneous matters .................................................................................. 74 
 
 
3. Evidence 

3.0 Introduction .................................................................................................... 75 
3.1 Burden of proof .............................................................................................. 77 
3.2 Presentation of the evidence ...................................................................... 80 

3.2.1 Declarations, affidavits, affirmations and witness statements81 
3.2.2 Contempt and perjury....................................................................... 84 
3.2.3 Substantive content........................................................................... 86 
3.2.4 Exhibits ................................................................................................. 88 

3.3 Evidence rounds ............................................................................................ 91 
3.4 Direct factual evidence ................................................................................. 93 
3.5 Hearsay evidence ........................................................................................... 96 
3.6 Opinion evidence ........................................................................................... 98 

3.6.1 Expert opinion evidence .................................................................. 99 
3.6.2 Difference from evidence of fact .................................................. 102 
3.6.3 An expert’s duties ............................................................................ 103 

3.7 Survey evidence ........................................................................................... 104 
3.8 Presumptions and judicial notice ............................................................ 107 
3.9 Correcting errors ......................................................................................... 110 
3.10 Useless and inadmissible evidence ......................................................... 110 
 

 
4. Interim Applications  

4.0 Introduction .................................................................................................. 113 
4.1 Case Management Conference .................................................................. 115 
4.2 Extension of time ......................................................................................... 117 
4.3 Consolidation and division of proceedings ........................................... 120 
4.4 Stays ................................................................................................................ 123 
4.5 Change of parties ......................................................................................... 125 
4.6 Intervention  ................................................................................................. 126 
4.7 Amendment ................................................................................................... 127 
4.8 Disclosure and further information ........................................................ 130 
4.9 Applications relating to evidence ............................................................ 132 
4.10 Security for costs ......................................................................................... 135 
4.11 Striking out parts of statements of case ................................................ 136 
 

 
5. Hearings  

5.0 Introduction .................................................................................................. 139 
5.1 Preliminaries ................................................................................................ 140 

5.1.1 Indices and authorities ................................................................... 140 
5.1.2 Terms of address.............................................................................. 142 

5.2 Formats for hearings .................................................................................. 145 
5.3 Written submissions and skeleton arguments ..................................... 147 



5.4 Oral evidence ................................................................................................ 151 
5.4.1 Examination-in-chief....................................................................... 152 
5.4.2 Cross examination ........................................................................... 154 
5.4.3 Re-examination ................................................................................ 157 
5.4.4 Hostile witness ................................................................................. 157 
5.4.5 Releasing and recalling a witness ................................................ 157 

5.5 Miscellaneous matters ................................................................................ 158 
 
 
6. Challenging a Decision 

6.0 Introduction .................................................................................................. 161 
6.1 Challenging a decision ................................................................................ 163 

6.1.1 Appeal, Judicial Review or Reference ......................................... 163 
6.1.2 Reasoning .......................................................................................... 165 
6.1.3 Stay ...................................................................................................... 168 
6.1.4 Review or rehearing ........................................................................ 169 
6.1.5 Grounds of appeal ............................................................................ 172 
6.1.6 Representation by the registrar ................................................... 178 
6.1.7 Security for costs ............................................................................. 179 
6.1.8 Appeal to the Appointed Person or the High Court ................. 180 

6.2 Appeals to the Appointed Person ............................................................ 181 
6.2.1 Appointed Persons .......................................................................... 181 
6.2.2 Appeal procedure ............................................................................ 183 
6.2.3 Transfer to the High Court ............................................................ 186 
6.2.4 Respondent’s Notice........................................................................ 187 
6.2.5 Hearings before the Appointed Person ...................................... 189 

6.3 Appeals to the High Court.......................................................................... 190 
6.4 New evidence or issues on appeal ........................................................... 193 

6.4.1 New evidence on appeal................................................................. 193 
6.4.2 New issues on appeal ...................................................................... 194 

6.5 Judicial review .............................................................................................. 195 
6.6 CJEU references ............................................................................................ 198 
 

 
7. Costs 

7.0 Introduction .................................................................................................. 201 
7.1 Costs in ex parte cases ................................................................................ 204 
7.2 Request for costs ......................................................................................... 204 
7.3 Interim costs ................................................................................................. 207 
7.4 On-scale costs ............................................................................................... 209 
7.5 Off-scale costs ............................................................................................... 213 
7.6 Costs of parties not professionally represented .................................. 217 
7.7 Costs against the professional representatives ................................... 219 
7.8 Registrar’s costs ........................................................................................... 220 
7.9 Costs against the registrar ........................................................................ 220 
7.10 Costs on appeal ............................................................................................ 222 

7.10.1 Before the Appointed Person ........................................................ 222 
7.10.2 Before the Court ............................................................................... 223 

7.11 Pro bono costs orders ................................................................................. 226 
7.12 Enforcement.................................................................................................. 227 
 
 
8. ADR, settlement and matters no longer contested 

8.0 Introduction .................................................................................................. 229 
8.1 Types of ADR................................................................................................. 230 
8.2 Arbitration..................................................................................................... 233 
8.3 Mediation ....................................................................................................... 234 

8.3.1 Evaluative vs facilitative ................................................................ 235 
8.3.2 Characteristics .................................................................................. 236 
8.3.3 The IPO’s Mediation Service ......................................................... 238 

8.4 Expert determination ................................................................................. 239 



8.5 Negotiation .................................................................................................... 240 
8.5.1 Without prejudice vs open ............................................................ 241 
8.5.2 Waiving privilege ............................................................................. 241 

8.6 Stay of proceedings ..................................................................................... 242 
8.6.1 Cooling-off period ............................................................................ 242 
8.6.2 Other stays......................................................................................... 244 

8.7 Ex parte cases no longer contested  ........................................................ 244 
8.8 Uncontested inter partes proceedings ................................................... 246 

8.8.1 Oppositions ....................................................................................... 246 
8.8.2 Revocation and invalidation applications ................................. 248 
8.8.3 Cost consequences ........................................................................... 249 
8.8.4 Setting aside ...................................................................................... 250 

8.9 Ending inter partes proceedings by agreement ................................... 250 
8.10 Ending inter partes cases on appeal ....................................................... 253 
8.11 Issues relevant to settlements.................................................................. 255 
8.12 Transfers of property ................................................................................. 258 
 
 
INDEX ......................................................................................................................... 263 

 

 


